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DETAILED ACTION 
Prosecution on the merits of this application is reopened on claims 1-33 
considered unpatentable for the reasons indicated below. 

5 Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10 Claims 19-21 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

■ Claims 19 and 20, there is no antecedent basis for said contest entry number. 



1 5 Claim Rejections « 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
20 the prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 7, 8, 10, 11, 13-17, 22, 23, 25, 26, 28-33 are rejected under 35 

25 U.S.C. 103(a) as being unpatentable over Tsubaki et al (US5815138) in view of 

Small (US5791991). 

Regarding claims 1,7,8,11,16, Tsubaki et al discloses the idea of a personal 
computer or interactive TV system that reads/interacts with an interactive CD. The CD 
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(photo CD) contains a collection of user-supplied images as well as an application 
program which enables the user to play a computer game that incorporates an image 
from the stored collection of images into the game [1 :17-35], This is taken to provide a 
software product having a computer readable medium storing a program which causes 
5 the computer to locate and select an image supplied by the user and incorporate the 
image into a game, and enable the user to play such a game. Tsubaki et al does not 
specify any particular actions to be carried out at the conclusion of the game. Small 
teaches a computer game where at the end of the game, Small teaches a computer 
game whereby a user of a personal computer or interactive TV is provided discount 
1 0 coupons and/or rebate information at the conclusion of the game; the user is then able 
to print coupons and rebate information [7:50-57], It would have been obvious to one of 
ordinary skill at the time of the invention to have provided a 

promotion/advertising/coupon component as taught by Small with the game of Tsubaki 
et al in order to provide sponsorship for the game, so as to add consumer value and/or 
15 to generate revenue or to offset costs for providing the game. The communication to 
the user at the conclusion of the game is taken to provide display of a message to the 
user. 

Regarding claims 2, 10, 17, 22, 23, 25, 26, 31-33, Small teaches interaction 
between the user and remote computers via web sites over the Internet, including 
20 linking to web sites of participating manufacturers [col 5 lines 14-27]. It would have 
been obvious to one of ordinary skill at the time of the invention to have accomplished 
such promotional/advertising information delivery by way of the links mentioned by 
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Small at the conclusion of games, so that users can easily obtain such rebate 
information and can learn more about various products and browse the promoting 
manufacturer's web site(s). Providing links to manufacturer and product information 
pages at the conclusion of a game is taken to provide automated forwarding of a user to 
5 a remote computer site upon completion of the game; the user need not manually type 
in the URL/address of the destination site. 

Regarding claims 13-15, 28-30, Tsubaki et al does not specify any particular 
game to be played. Small provides a matching game with images covering "hidden" 
tiles. The computer randomly selects product groups and checks to see if the user's 

10 selected hidden tiles match. If so, the hidden tiles are revealed. The computer uses 
images or a mosaic of images to provide the covering tile texture/surfaces. The game is 
Bingo, not concentration. However, Small teaches that other match games can be used 
instead [col 9 lines 12-15]. Official Notice is taken that the instantly described game of 
Concentration is a known game, where pairs of hidden cards/tiles are selected for 

15 matches to be revealed. It would have been obvious to one of ordinary skill at the time 
of the invention to have provided the promotional aspects of Small to the game of 
Tsubaki et al using any of Small's games or the known game of Concentration in order 
to provide a variety of experiences. Small provides a square section game/puzzle and it 
would have been obvious to one of ordinary skill at the time of the invention to have to 

20 have provided the known Concentration matrix as one which is square as a matter of 
design choice. 




Application/Control Number: 09/451 ,31 5 Page 5 

Art Unit: 3622 

Claims 1,11 and 16 are alternatively rejected under 35 U.S.C. 103(a) as 
being unpatentable over Tsubaki et al (US5815138) in view of Bernstein et al 
(US4314336). Bernstein teaches a computer game whereby the score is displayed to 
the user at the end of the game. It would have been obvious to one of ordinary skill at 
5 the time of the invention to have displayed the score/results of the game of Tsubaki et al 
to the user after the game concludes in order to communicate to the player how well he 
did. Such a display is taken to be a "message". 

Claims 3-6, 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
10 over Tsubaki et al (US5815138) in view of Small (US5791991) and Walker et al 
(US6203427). The games of Small can result in winning prizes as well as receiving 
coupons [7:34-57]. Walker et al also teaches computer games. Each game/contest 
includes a gamelD, customerlD and winning information. The winning information is 
also encrypted [fig 1 1 b, col 9 lines 1-25], It would have been obvious to one of ordinary 
1 5 skill at the time of the invention to have provided such game/contest identification 
means so that a winning player must verify the authenticity of the winning contest by 
any well known means such as by phone or computer, so as to eliminate fraudulent 
collection of prizes/coupons. It would have been obvious to one of ordinary skill at the 
time of the invention to have encrypted the contest and winning information to further 
20 secure against fraud. 
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Claims 9 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tsubaki et al (US5815138) in view of Small (US5791991) and Barnett et al 
(US6336099). Small does not take steps to prevent a user from printing multiple copies 
of coupons. Barnett et al also teaches electronic coupon distribution, but takes steps to 
5 ensure coupons can only be printed once [col 5 lines 47-62]. It would have been 

obvious to one of ordinary skill at the time of the invention to have prevented users from 
printing awarded coupons more than once, so as to eliminate fraud and to encourage 
playing multiple games, thus being subjected to more sponsorship promotion. 



10 Claims 12 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Tsubaki et al (US5815138) in view of Small (US5791991) and Von Kohorn 
(US5916024). Tsubaki et al teaches that the game is provided on a CD medium. Von 
Kohorn teaches that computer games may be played on home computers whereby the 
game material (program) may be provided by an online (remote computer) source or by 

15 a CD containing the required game material [9:50 to 10:43]. Coupons can also be 
awarded to players based on their participation in the game. It would have been 
obvious to one of ordinary skill at the time of the invention to have provided the images 
and game program described by Tsubaki et al on the CD as described or by a remote 
computer system in a manner as described by Von Kohorn. This would enable the user 

20 to play the game from any connected computer without the need to tote the CD along. 
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Conclusion 



The examiner will have a new telephone number (571-272-6716) effective April 
14, 2005. The examiner's old telephone number (703-308-3402) will remain active until 
June 14, 2005. Similarly, the telephone number for the examiner's supervisor (Eric 
5 Stamber) will change from 703-305-8469 to 571 -272-6724. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Jeffrey D. Carlson whose telephone number is 703-308- 

3402. The examiner can normally be reached on Mon-Fri 8:30-6p, (off on alternate 

10 Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on 703-305-8469. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



15 Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 

20 Business Center (EBC) at 866-217-9197 (toll-free). 
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